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United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application

U.S. Application Serial No. 97031457

Mark:  WORLD APP

Correspondence Address:  
Benjamin A. Costa 
Ridder, Costa & Johnstone LLP 
440 N Barranca Ave 
#7550 
Covina CA 91723 UNITED STATES

Applicant:  Tools for Humanity Corp.

Reference/Docket No. N/A

Correspondence Email Address:  trademark@rcjlawgroup.com

 
 

FINAL OFFICE ACTION

 

Response deadline.  File a request for reconsideration of this final Office action and/or a timely appeal 
to the Trademark Trial and Appeal Board (TTAB) within three months of the “Issue date” below to 
avoid abandonment of the application.  Review the Office action and respond using one of the links 
below to the appropriate electronic forms in the “How to respond” section below.  

Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response and/or an appeal.  The request must be filed within three months of 
the “Issue date” below.  If the extension request is granted, the USPTO must receive applicant's 
response and/or appeal within six months of the “Issue date” to avoid abandonment of the application.  
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Issue date:  January 24, 2023

 
INTRODUCTION   
 
This Office action is in response to applicant’s communication filed on December 26, 2022.
 
In a previous Office action dated June 30, 2022, the trademark examining attorney refused registration 
of the applied-for mark based on the following: Trademark Act Section 2(e)(1) - Descriptiveness 
Refusal.  In addition, applicant was required to satisfy the following requirements: (1) amend the 
identification of goods and services,  and (2) provide a valid domicile. 
 
Based on applicant’s response, the trademark examining attorney notes that the following requirements 
have been satisfied: (1) definite amended identification provided and (2) valid domicile provided.  See 
TMEP §§713.02, 714.04.   
 
Further, the trademark examining attorney maintains and now makes FINAL the refusal in the 
summary of issues below.  See 37 C.F.R. §2.63(b); TMEP §714.04. 
 
SUMMARY OF ISSUES MADE FINAL that applicant must address:

Section 2(e)(1) - Descriptiveness Refusal•
 
SECTION 2(e)(1) – DESCRIPTIVENESS REFUSAL

 
Registration is refused because the applied-for mark merely describes a feature of applicant’s goods 
and services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 
1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, 
purpose, or use of an applicant’s goods and services.  TMEP §1209.01(b); see, e.g., In re TriVita, Inc., 
783 F.3d 872, 874, 114 USPQ2d 1574, 1575 (Fed. Cir. 2015) (quoting In re Oppedahl & Larson LLP, 
373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re Steelbuilding.com, 415 F.3d 
1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing Estate of P.D. Beckwith, Inc. v. Comm’r of 
Patents, 252 U.S. 538, 543 (1920)).
 
Generally, if the individual components of a mark retain their descriptive meaning in relation to the 
goods and services, the combination results in a composite mark that is itself descriptive and not 
registrable.  In re Fat Boys Water Sports LLC, 118 USPQ2d 1511, 1516 (TTAB 2016) (citing In re 
Tower Tech, Inc., 64 USPQ2d 1314, 1317-18 (TTAB 2002)); TMEP §1209.03(d); see, e.g., In re 
Cannon Safe, Inc., 116 USPQ2d 1348, 1351 (TTAB 2015) (holding SMART SERIES merely 
descriptive of metal gun safes); In re King Koil Licensing Co., 79 USPQ2d 1048, 1052 (TTAB 2006) 
(holding THE BREATHABLE MATTRESS merely descriptive of beds, mattresses, box springs, and 
pillows). 
 
Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or 
otherwise non-descriptive meaning in relation to the goods and services is the combined mark 
registrable.  See In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384 (C.C.P.A. 1968); In 
re Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013).
 



In this case, both the individual components and the composite result are descriptive of applicant’s 
goods and services and do not create a unique, incongruous, or non-descriptive meaning in relation to 
the goods and services.  Specifically, applicant seeks registration of the applied-for mark in association 
with:
 
"Downloadable computer software for use as a cryptocurrency wallet; Downloadable computer 
software for use as a cryptocurrency wallet, namely, a non-custodial cryptocurrency wallet; 
Downloadable computer software for use as a cryptocurrency wallet, namely, a non-custodial 
cryptocurrency wallet provided as a downloadable web browser extension; Downloadable computer 
software for use as an electronic wallet; Downloadable computer software for use as an electronic 
wallet, namely, a non-custodial electronic wallet; Downloadable computer software for use as an 
electronic wallet, namely, a non-custodial electronic wallet provided as a downloadable web browser 
extension; Downloadable computer software for use as a digital wallet; Downloadable computer 
software for use as a digital wallet, namely, a non-custodial digital wallet; Downloadable computer 
software for use as a digital wallet, namely, a non-custodial digital wallet provided as a downloadable 
web browser extension; Downloadable computer software for connecting users to third party 
cryptocurrency services; Downloadable computer software for connecting users to third party identity 
verification services; Downloadable payment authentication and secure transaction software; 
Downloadable software for processing electronic payments and digital asset transfers; Downloadable 
software for creating stored value accounts; Downloadable software for transmission, storage, and 
retrieval of financial data; Downloadable user identity authentication and verification software; 
Downloadable user identity authentication and verification software for purposes of uniqueness 
verification, identity verification, cryptocurrency wallet creation, cryptocurrency deposit, and assisting 
users in complying with associated regulatory requirements," in International Class 009; 
 
"Providing on-line non-downloadable computer software for use as a cryptocurrency wallet; Providing 
on-line non-downloadable computer software for use as a cryptocurrency wallet, namely, a non-
custodial cryptocurrency wallet; Providing on-line non-downloadable computer software for use as an 
electronic wallet; Providing on-line non-downloadable computer software for use as an electronic 
wallet, namely, a non-custodial electronic wallet; Providing on-line non- downloadable computer 
software for use as a digital wallet; Providing on-line non-downloadable computer software for use as a 
digital wallet, namely, a non-custodial digital wallet; Providing on-line non-downloadable computer 
software and a website featuring technology for connecting users to third party cryptocurrency services; 
Providing on-line non-downloadable computer software and a website for connecting users to third 
party identity verification services; Providing on-line non-downloadable computer software for 
payment authentication and secure transaction verification; Providing on-line non-downloadable 
computer software for processing electronic payments and digital asset transfers; Providing on-line 
non-downloadable computer software for creating stored value accounts; Providing on-line non-
downloadable computer software for transmission, storage, and retrieval of financial data; Providing 
on-line non-downloadable computer software for user identity authentication and verification; 
Providing on-line non- downloadable computer software for user identity authentication and 
verification for purposes of uniqueness verification, identity verification, cryptocurrency wallet 
creation, cryptocurrency deposit, and assisting users in complying with associated regulatory 
requirements," in International Class 042. 
 
As previously noted, "[t]he world refers to all of the people who live on this planet." See previously 
attached evidence from Collinsdictionary.com.  The wording "APP" is short for "application," and 
commonly refers to computer software applications. See previously attached Internet evidence from 
Merriam-Webster.com. Applicant's goods and services are downloadable and online software 



applications including software applications used on mobile phones, which are used by people 
throughout the "WORLD". Therefore, the wording "WORLD" refers to the scope of applicant's 
intended users. A mark that describes an intended user or group of users of a product or service is 
merely descriptive. E.g., In re Planalytics, Inc., 70 USPQ2d 1453 (TTAB 2004) (holding GASBUYER 
merely descriptive of intended user of risk management services in the field of pricing and purchasing 
natural gas); In re Camel Mfg. Co., 222 USPQ 1031 (TTAB 1984) (holding MOUNTAIN CAMPER 
merely descriptive of intended users of retail and mail order services in the field of outdoor equipment 
and apparel); see TMEP §1209.03(i).
 
Thus, here the individual descriptive words in this applied-for mark retain their descriptive nature when 
they are used together here, as they describe the worldwide use of applicant's software application. 
Accordingly, registration is refused under Section 2(e)(1). 
 
Applicant's Arguments against the Refusal are Unpersuasive 
 
Applicant asserts that the wording in the mark is not "100% descriptive," which means the mark as a 
whole is not descriptive. The trademark examining attorney disagrees with applicant's premise based on 
the cited treatise. It is well established that “[w]hether consumers could guess what the product [or 
service] is from consideration of the mark alone is not the test.” In re Am. Greetings Corp., 226 USPQ 
365, 366 (TTAB 1985). The question is not whether someone presented only with the mark could guess 
what the goods or services are, but “whether someone who knows what the goods and services are will 
understand the mark to convey information about them.” DuoProSS Meditech Corp. v. Inviro Med. 
Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012) (quoting In re Tower 
Tech, Inc., 64 USPQ2d 1314, 1316-17 (TTAB 2002)); In re Mueller Sports. Med., Inc., 126 USPQ2d 
1584, 1587 (TTAB 2018). In the present case, a consumer would immediately understand that applicant 
offers a software application for worldwide use. Applicant asserts no other interpretation for this 
wording. 
 
Applicant asserts that the wording in the mark is so broad and weak that it cannot be descriptive of 
anything. Then, the applicant acknowledges the descriptive meaning by stating that "the term WORLD 
may be used in connection with any good or service that is global in nature, or that is offered to a 
global audience[.]" Thus, applicant's very argument acknowledges that the wording "WORLD" would 
be perceived as merely describing goods and services as "global" in nature. TMEP §1209.03(o) 
specifically states: 
 
 

The terms "NATIONAL" and "INTERNATIONAL" have been held to be merely 
descriptive of services that are nationwide or international in scope. See In re Chamber of 
Commerce of the U.S., 675 F.3d 1297, 102 USPQ2d 1217 (Fed. Cir. 2012) (NATIONAL 
CHAMBER merely descriptive of nationwide online directory services featuring 
information regarding local and state chambers of commerce and business and regulatory 
data analysis services for nationally promoting the interests of businesspersons or 
industry); In re Institutional Investor, Inc., 229 USPQ 614 (TTAB 1986) 
(INTERNATIONAL BANKING INSTITUTE for organizing seminars for bank leaders of 
major countries held incapable); In re Billfish Int’l Corp., 229 USPQ 152 (TTAB 1986) 
(BILLFISH INTERNATIONAL CORPORATION merely descriptive of corporation 
involved with billfish on an international scale); In re Nat’l Rent A Fence, Inc., 220 USPQ 
479 (TTAB 1983) (NATIONAL RENT A FENCE merely descriptive of nationwide fence 



rental services); BankAmerica Corp. v. Int’l Travelers Cheque Co., 205 USPQ 1233 
(TTAB 1979) (INTERNATIONAL TRAVELERS CHEQUE merely descriptive of 
financial consulting services that are international in scope); Nat’l Fid. Life Ins. v. Nat’l 
Ins. Trust, 199 USPQ 691 (TTAB 1978) (NATIONAL INSURANCE TRUST merely 
descriptive of services of handling administrative matters in locating suitable insurance 
coverage for attorneys); Jefferson Bankshares Inc. v. Jefferson Sav. Bank, 14 USPQ2d 
1443, 1447 (W.D. Va. 1989) (NATIONAL BANK merely descriptive of banking 
services); Nat’l Auto. Club v. Nat’l Auto Club, Inc., 365 F. Supp. 879, 180 USPQ 777 
(S.D.N.Y. 1973) , aff’d, 502 F.2d 1162 (2d Cir. 1974) (NATIONAL merely descriptive of 
auto club services). 

 

The terms "GLOBAL" and "WORLDWIDE" are also considered to be merely 
descriptive of services that are global or worldwide in scope.

 

Note: A map of the world or a depiction of a globe generally is not considered the pictorial 
equivalent of the terms "INTERNATIONAL," "GLOBAL," or "WORLDWIDE."

 
 
(emphasis added). 
 
Despite the applicant's argument that wording "WORLD" does not tell applicant anything about the 
goods,  all of the evidence in this case is clearly to the contrary.
 
Applicant avers that the wording "APP" has other meanings such as "appetizer." Yet, descriptiveness is 
considered in relation to the relevant goods and services. DuoProSS Meditech Corp. v. Inviro Med. 
Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012). “That a term may have 
other meanings in different contexts is not controlling.” Robinson v. Hot Grabba Leaf, LLC, 2019 
USPQ2d 149089, at *5 (TTAB 2019) (citing In re Canine Caviar Pet Foods, Inc., 126 USPQ2d 1590, 
1598 (TTAB 2018)); TMEP §1209.03(e). “It is well settled that so long as any one of the meanings of a 
term is descriptive, the term may be considered to be merely descriptive.” In re Mueller Sports Med., 
Inc., 126 USPQ2d 1584, 1590 (TTAB 2018) (quoting In re Chopper Indus., 222 USPQ 258, 259 
(TTAB 1984)).
 
Furthermore, the attached Internet evidence reveals that the wording "WORLD" and "APP" are 
commonly used in association with software applications to describe their global nature. Websites, 
webpages, and dictionaries are generally competent sources for determining how the public perceives 
the mark in connection with applicant’s goods and services. See In re N.C. Lottery, 866 F.3d 1363, 
1367-68, 123 USPQ2d 1707, 1709-10 (Fed. Cir. 2017); In re Nett Designs, Inc., 236 F.3d 1339, 1341, 
57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (citing In re Bed & Breakfast Registry, 791 F.2d 157, 160, 229 
USPQ 818, 819 (Fed. Cir. 1986)); TMEP §1209.01(b).
 
Finally, applicant argues that any doubt regarding the mark’s descriptiveness should be resolved on 
applicant’s behalf.  E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571, 4 
USPQ2d 1141, 1144 (Fed. Cir. 1987); In re Zuma Array Ltd., 2022 USPQ2d 736, at *8 (TTAB 2022) 



(quoting In re Fallon, 2020 USPQ2d 11249, at *8 (TTAB 2020)).  However, in the present case, the 
evidence of record leaves no doubt that the mark is merely descriptive.
 
Applicant's mark is merely descriptive.  Accordingly, registration is refused pursuant to Trademark Act 
Section 2(e)(1).

 
SUPPLEMENTAL REGISTER
 
Although an amendment to the Supplemental Register would normally be an appropriate response to 
this refusal, such a response is not appropriate in the present case.  The instant application was filed 
under Trademark Act Section 1(b) and is not eligible for registration on the Supplemental Register until 
an acceptable amendment to allege use meeting the requirements of 37 C.F.R. §2.76 has been timely 
filed.  37 C.F.R. §2.47(d); TMEP §§816.02, 1102.03. 
 
If applicant files an acceptable allegation of use and also amends to the Supplemental Register, the 
application effective filing date will be the date applicant met the minimum filing requirements under 
37 C.F.R. §2.76(c) for an amendment to allege use.  TMEP §§816.02, 1102.03; see 37 C.F.R. §2.75(b).  
In addition, the undersigned trademark examining attorney will conduct a new search of the USPTO 
records for conflicting marks based on the later application filing date.  TMEP §§206.01, 1102.03. 
 
If applicant amends the application to seek registration on the Supplemental Register applicant must 
disclaim the wording “APP” because it is generic for applicant's software applications.  See 15 U.S.C. 
§1052(e)(1); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 
USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213, 1213.03(a). 
 
Proper Response to a Final Action
 
Applicant must respond within six months of the date of issuance of this final Office action or the 
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by 
providing one or both of the following:
 

(1)       A response filed using the Trademark Electronic Application System (TEAS) that 
fully satisfies all outstanding requirements and/or resolves all outstanding refusals; and/or
 
(2)       An appeal to the Trademark Trial and Appeal Board filed using the Electronic 
System for Trademark Trials and Appeals (ESTTA) with the required filing fee of $200 
per class.

 
37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
How to respond.  File a request form for reconsideration of this final Office action that fully 
resolves all outstanding requirements and/or refusals and/or file a timely appeal form to the 
Trademark Trial and Appeal Board with the required fee(s).  Alternatively, applicant may file a 
request form for an extension of time to file a response for a fee.  

http://teas.uspto.gov/office/rfr/
file://nsx-orgshares/TMPetitions/Examination%20Form%20Paragraphs%20Manual/CURRENT/Liz%20Docs/Fee%20Rules%20Pkg/at%20http:/estta.uspto.gov/
file://nsx-orgshares/TMPetitions/Examination%20Form%20Paragraphs%20Manual/CURRENT/Liz%20Docs/Fee%20Rules%20Pkg/at%20http:/estta.uspto.gov/
https://teas.uspto.gov/office/rfr/
https://estta.uspto.gov/
https://estta.uspto.gov/
https://teas.uspto.gov/erp


 

/Marc Davis/
Marc Davis
Trademark Examining Attorney 
Law Office 122
(571) 270-0973
Marc.Davis@uspto.gov

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response, appeal, or extension request must be received by the USPTO on or before 11:59 p.m. 
Eastern Time of the last day of the response deadline.  Trademark Electronic Application 
System (TEAS) and Electronic System for Trademark Trials and Appeals (ESTTA) system 
availability could affect an applicant’s ability to timely respond.  For help resolving technical 
issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/blog/ebiz/
https://www.uspto.gov/blog/ebiz/
mailto:TEAS@uspto.gov
https://www.uspto.gov/trademarks/maintain/responding-office-actions
https://www.uspto.gov/trademarks/apply/reviving-abandoned-application
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information




































United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on January 24, 2023 for  

U.S. Trademark Application Serial No. 97031457

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS) or the Electronic System for Trademark Trials and Appeals (ESTTA), as 
appropriate.  Your response and/or appeal must be received by the USPTO on or before 11:59 
p.m. Eastern Time of the last day of the response deadline.  Otherwise, your application will 
be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

http://tsdr.uspto.gov/documentviewer?caseId=sn97031457&docId=FREF20230124
https://www.uspto.gov/trademarks/apply/abandoned-applications
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks/apply/check-status-view-documents
http://tsdr.uspto.gov/documentviewer?caseId=sn97031457&docId=FREF20230124
http://tsdr.uspto.gov/documentviewer?caseId=sn97031457&docId=FREF20230124
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks/protect
http://tsdr.uspto.gov/documentviewer?caseId=sn97031457&docId=FREF20230124
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center


Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to 
have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

•

 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

